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PATENT 



REMARKS/ARGUMENTS 

Applicants acknowledge the rejoinder of the claims in Groups I and II in the last 
Action. Accordingly, claims 1-5, 9-12, 15, 19, 20, 55-72 and 80-120 are pending and are under 
consideration in the present application. Claims 3 and 96 are canceled herein. Applicants reserve 
the right to file divisional application(s) to any canceled subject matter. Claims 1, 2, 55, 57, 95 
and 1 14 are amended herein. Basis for these amendments is found throughout the specification 
and claims as originally filed. No new matter has been added. 

Also enclosed is a Supplemental Application Data Sheet, which designates the 
new Title of the invention for this application as: "Methods for inhibiting angiogenesis." 

Specification Objections 

The Abstract 

The Action has objected to the Abstract of the disclosure because it allegedly is 
greater than 150 words contrary to the requirements of MPEP § 608.01(b). 

As amended herein, the Abstract does not exceed 150 words. 
The Disclosure 

The Action has object to the disclosure for the following informalities: 

The "a" is allegedly missing from "a5pT' on page 44, line 1 1 (paragraph [0103]). 

As amended herein, the specification recites "a5|31" on page 44, line 1 1 
(paragraph [0103]). 

The word "significant" allegedly should be "significantly" on page 52, line 28 
(paragraph [0131]). 

As amended herein, the specification recites the term "significantly" on page 52, 
line 28 (paragraph [0131]). 
The Title 

The Action has objected to the Title of the invention as allegedly not being 
descriptive and suggests using the following Title: "Methods for inhibiting angiogenesis" 
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As amended herein, the Title of the invention now recites: "Methods for inhibiting 
angio genesis." A Supplemental Application Data Sheet (ADS) reflecting this change is also 
enclosed herewith. 

Applicants request reconsideration and withdrawal of these objections. 



Claim Rejections - 35 U.S.C. § 112 
Claims 118-120 Under 35 U.S.C. § 112, Second Paragraph 

The Action has rejected claims 1 18-120 under 35 U.S.C. § 112, second paragraph 
as allegedly being indefinite for reciting the phrase "chimeric antibody." Applicant respectfully 
disagrees. 

The test for definiteness under 35U.S.C. §112, second paragraph, is whether 
"those skilled in the art would understand what is claimed when the claim is read in light of the 
specification." Applicants submit that those of skill in the art would understand what is meant by 
this phrase when read in light of the specification. For example, the phrase "chimeric antibody" 
is commonly used in the art to describe an antibody having a protein sequence in the variable 
region from one species, usually a mouse, in approximately 33 %, and a protein sequence in the 
constant region from another species, usually a human in approximately 67 %. (see, page 21, 
lines 7 to 27 and the references cited therein). Furthermore, chimeric antibodies are well known 
to those of skill in the art and include but are not limited to commercially available drugs such 
as: ReoPro®; Rituxan®; Simulect®; and Remicade®. Therefore, one of skill in the art would 
understand what is claimed by the phrase "chimeric antibody" as recited in the instant claims. 
Applicants request reconsideration and withdrawal of this rejection. 

Claims 1-5, 9-12, 15, 19, 20 and 80-88 Under 35 U.S.C. § 112, First Paragraph 

The Action has rejected claims 1-5, 9-12, 15, 19, 20 and 80-88 under 35 U.S.C. § 
112, first paragraph because the specification, allegedly does not reasonably provide enablement 
for a method of reducing or inhibiting angiogenesis in a tissue, comprising contacting a5pi 
integrin in the tissue with an agent, wherein said agent comprises an anti-a5pi integrin antibody 
or an a5pi integrin binding fragment of said antibody, and said agent interferes with specific 
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binding of the a5pi integrin to a ligand expressed in the tissue, thereby reducing or inhibiting 
angiogenesis in the tissue. 

As cited in the Action and as amended herein, the specification reasonably 
provides enablement for amended claims 1-5, 9-12, 15, 19, 20 and 80-88, which are directed to a 
method of reducing or inhibiting angiogenesis in a tissue, comprising contacting a5pi integrin in 
the tissue with an agent, wherein said agent comprises an anti-a5pi integrin antibody or an a5 pi 
integrin binding fragment of said antibody, and said agent interferes with specific binding of the 
a5pi integrin to fibronectin expressed in the tissue, thereby reducing or inhibiting angiogenesis 
in the tissue, which renders the rejection of these claims moot. Applicants request 
reconsideration and withdrawal of this rejection. 

Claims 55-72, 75 and 89-120 Under 35 U.S.C. § 112, First Paragraph 

The Action has rejected claims 55-72, 75 and 89-120 under 35 U.S.C. § 1 12, first 
paragraph because the specification allegedly does not reasonably provide enablement for a 
method of reducing or inhibiting angiogenesis in a tissue in an individual or a method of 
reducing the severity of a pathological condition associated with angiogenesis in an individual, 
comprising contacting a5pi in the tissue with an agent, wherein said agent comprises an <x5pi 
antibody or an a5pi binding fragment of said antibody and said agent interferes with specific 
binding of the a5pi integrin to a ligand expressed in the tissue, thereby reducing or inhibiting 
angiogenesis in the tissue. In particular, the Action has rejected these claims because the 
specification allegedly does not reasonably provide enablement due to the recitation of the term 
"antibody" rather than the term "humanized." Applicant respectfully disagrees. 

In support of the Action's position, two references were cited for the proposition 
that murine antibodies are limited clinically due to their immunogenicity. The claims, however, 
are not limited to methods for reducing or inhibiting angiogenesis using humanized versions of 
antibodies. The specification provides support, in examples 2-4, for the use of different types of 
a5pi antibodies (chimeric, humanized, monoclonal, polyclonal, single chain, etc.) for reducing 
or inhibiting angiogenesis. The claims are not directed to methods for reducing or inhibiting 
angiogenesis while also inhibiting HAMA or other immunogenic reactions so that the antibodies 
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are clinically preferable. The Action may be correct in that murine antibodies will have an 
immunogenic response, but this is a possibility known to the skilled person and so raises no issue 
of undue experimentation in relation to the claimed invention. Moreover, chimeric antibodies 
will have less immunogenic response, humanized antibodies even less and fully human 
antibodies even less. The point is that all a5|31 antibodies (murine, chimeric, humanized, etc.) 
will reduce or inhibit angiogenesis in an individual, as the claims recite. Although some a5pi 
antibodies may be better clinically than others, this is beyond the scope of the claimed invention. 
Applicants request reconsideration and withdrawal of this rejection. 



Double Patenting 

Claims 55-72 and 75 Statutory-Type Double Patenting Under 35 U.S.C. § 101 

The Action has rejected claims 55 and 56 as well as claims 57-72 and 75 under 35 
U.S.C. § 101, for statutory type-double patenting as allegedly claiming the same invention as that 
of claims 2 and 3 as well as claims 3 and 14-29, respectively, of U.S. Patent No. 6,852,318. 
Applicants respectfully disagree. 

The Action argues that while the conflicting claims are not identical, they allegedly are 
not patentably distinct from each other because the claimed method would inherently lead to the 
induction of growth factor stimulated endothelial cell apoptosis and therefore, the instant claims 
are allegedly identical to the claims in the '318 patent. According to the MPEP 804, however, a 
reliable test for double patenting under U.S.C. § 101 is whether a claim in the application could 
be literally infringed without literally infringing a corresponding claim in the patent. Applicants 
submit that no double patenting exists between the instant claims and the '318 patent because a 
potential infringer could use an anti-a5pi antibody to reduce or inhibit angiogenesis, without 
inducing growth factor stimulated endothelial cell apoptosis, and therefore not infringe the 
claims of the '318 patent. Applicants request reconsideration and withdrawal of these rejections. 
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Claim 1 Under the Doctrine of Obviousness-Type Double Patenting 



The Action has rejected claim 1 under the judicially created doctrine of 



obviousness-type double patenting as allegedly being unpatentable over U.S. Patent No. 
6,852,318. 



Applicants understand that a Terminal Disclaimer filed under 37 C.F.R. § 1 .321 



may be used to overcome the outstanding obviousness-type double patenting rejection. 
Applicants respectfully request that this obviousness-type double patenting rejection and/or 
requirement for a Terminal Disclaimer be held in abeyance until the claims are otherwise in 
condition for allowance. 



In view of the foregoing, Applicants believe all claims now pending in this 



Application are in condition for allowance. The issuance of a formal Notice of Allowance at an 
early date is respectfully requested. 

If the Examiner believes a telephone conference would expedite prosecution of 
this application, please telephone the undersigned at 858-350-6155. 



Reg. No. 43,049 

TOWNSEND and TOWNSEND and CREW LLP 

Two Embarcadero Center, Eighth Floor 

San Francisco, California 941 1 1-3834 

Tel: 858-350-6100 

Fax:415-576-0300 

Attachments 

EDR:llm 



CONCLUSION 



Respectfully submitted, 
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